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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claims 1-8, 10 and 12-15 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The 
claim(s) contains subject matter which was not described in the specification 
in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or. use the invention. The 
undescribed subject matter is the claim 1 language, "alternately repeating 
the steps of forming said first insulating film and forming said second 
insulating film." To further clarify, one skilled in the art would not be able to 
make the invention by alternately repeating the steps of forming said first 
insulating film and forming said second insulating film because one skilled in 
the art would not be able to form more than one said first insulating film and 
one said second insulating film. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-8, 10 and 12-15 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and 

distinctly claim the subject matter which applicant regards as the invention. 
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In claim 1, the language, "alternately repeating the steps of forming 
said first insulating film and forming said second insulating film," is 
incomprehensible because it appears that the steps of forming said first 
insulating film and said second insulating film cannot be alternately repeated 
because said first insulating film and said second insulating film are already 
formed before alternately repeating the steps. To further clarify, any 
formation of additional insulating films would not form said first and said 
second insulating films. For example, said first and said second insulating 
films are inherently formed at a particular said first insulating film location 
and said second insulating film location; therefore, said first and said second 
insulating films cannot again be formed at said first and said second 
insulating film locations. 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant 
for a patent. 

Claims 16-23 are rejected under 35 U.S.C. 102(a) as being clearly 
anticipated by Chwa (6399443). 

At column 3, lines 1-18 and 42-44, Chwa discloses the claimed 
invention. 



Application/Control Number: 10/733,233 Page 4 

Art Unit: 2822 

To further clarify, Chwa discloses an inherently insulating film 26 
comprising a third composition different from said first and second 
composition because Chwa discloses, "photoresist mask or an ONO mask 
26," and a photoresist mask is inherently insulating at least to that which it 
resists or masks. 

To further clarify the disclosure of forming additional insulating films 
on said second insulating film by alternately repeating the steps of forming 
insulating films comprising said first composition and forming insulating films 
comprising said second composition, Chwa discloses "an ONO layer," and it 
is well settled that the term "a" or "an" ordinarily means "one or more." 
Tate Access Floors, Inc., and Tate Access Floors Leasing, Inc., v. Interface 
Architectural Resources, Inc., 279 F.3d 1357; 2002 U.S. App. LEXIS 1924; 
61 U.S.P.Q.2D (BNA) 1647 ((citing Tate Access Floors, Inc. v. Maxcess 
Techs., Inc, 222 F.3d 958, 966 n.4, 55 U.S.P.Q.2D (BNA) 1513, 1518 [**32] 
(citing Elkay Mfg. Co. v. Ebco Mfg. Co., 192 F.3d 973, 977, 52 U.S.P.Q.2D 
(BNA) 1109, 1112 (Fed. Cir. 1999))). "This court has repeatedly 
emphasized that an indefinite article 'a' or x an' in patent parlance carries the 
meaning of x one or more' in open-ended claims containing the transitional 
phrase 'comprising.' Unless the claim is specific as to the number of 
elements, the article x a' receives a singular interpretation only in rare 
circumstances when the patentee evinces a clear intent to so limit the 
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article." (Citations omitted). Scanner Technologies v./COS Vision Systems, 
365 F.3d 1299, 1304 (Fed. Cir. 2004). 

The art made of record and not applied to the rejection is considered 
pertinent to applicant's disclosure. It is cited primarily to show inventions 
relevant to the examination of the instant invention. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to 
expire THREE MONTHS from the mailing date of this action. In the event a 
first reply is filed within TWO MONTHS of the mailing date of this final action 
and the advisory action is not mailed until after the end of the THREE- 
MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply 
expire later than SIX MONTHS from the mailing date of this final action. 

For information on the status of this application applicant should check PAIR: 

Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-2 1 7-9 1 97 (toll-free). 

Alternatively, applicant may contact the File Information Unit at (703) 308-2733. 
Telephone status inquiries should not be directed to the examiner. See MPEP 
1730VIC, MPEP 203.08 and MPEP 102. 
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Any other telephone inquiry concerning this communication or earlier communications from the 
examiner should be directed to David E. Graybill at (571) 272-1930. Regular office hours: 
Monday through Friday, 8:30 a.m. to 6:00 p.m. 
The fax phone number for group 2800 is (571) 273-8300. 
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Primary Examiner 
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